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Question: When does
laches start for barring a
trademark infringement
action?

Discussion: Plaintiff
A.I.G. Agency (Agency) is a
family-owned insurance
broker in Missouri. Amer-
ican International Group
(International) is a large in-
surance company. Agency
first started using AIG as a
trademark in 1958. Inter-
national started using AIG
as a trademark somewhere
between 1968 and 1970.

In 1995, International
sent a demand letter to
Agency demanding that it
cease using the AIG trade-
mark. Agency responded
that it had the right to use
AIG in Missouri and Illi-
nois long before Interna-
tional obtained a federally
registered trademark in
AIG.

International sent a sec-
ond demand letter in 2008.
This time, International
stated that it would not
contest Agency’s use of the
mark in two counties in
Missouri but would contest
its use beyond that geo-
graphical scope. Almost a
decade years later, in 2017,
Agency sued International
for common law trademark
infringement and unfair
competition. Both parties

moved for summary judg-
ment.

The district court granted
Inter national’s motion on
the basis of laches. Agency
appealed.

The 8th Circuit U.S.
Court of Appeals reversed
and remanded the case.
The court first explained
the difference between
laches (which is meant to
bar claimants from bringing
unreasonably delayed
claims) and the doctrine of

progressive encroachment
(under which the period of
delay in a trademark in-
fringement case is mea-
sured not from when a
claimant first learned of the
allegedly infringing mark,
but from when that in-
fringement first became ac-
tionable).

The court instructed the
district court to “conduct a
meaningful analysis” to de-
termine when the infringe-
ment became actionable by
looking at the factors of a
likelihood of confusion.

Answer: Laches begins
when the claim becomes
actionable. The claim be-
comes actionable when the
likelihood of confusion fac-
tors weigh in favor of the
owner of the trademark.

Case Cite: A.I.G. Agency,
Inc. v American Interna-
tional Group, Inc., No. 21-
1948 (8th Cir. May 13,
2022).

S u r- R e p l y : Progressive
encroachment takes the
“sting” out of laches. It
helps alleviate a dilemma:
Do you sue immediately
and risk losing because the
alleged infringement does
not yet rise to the level of
likelihood of confusion? Or,
do you wait and get dis-
missed for unreasonable
delay?

Which AIG is that? Case to examine
when trademark confusion begins
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